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Dear Sir: 

This is a petition to remove the finality of the second office action dated 08/08/06. 

In the first office action dated 1 1/29/05, the Examiner rejected claims 13 and 17 under 35 U.S.C. 
§ 102(e) as being anticipated by Yamazaki. Claim 17 depended directly from claim 13. 

In response to the first office action, the Applicant filed the amendment dated 02/21/06, in which 
claim 13 was amended to incorporate the recitations of original claim 17. As such, amended claim 13 
presented in that amendment was equivalent to original claim 17 rewritten in independent form. 

In the second office action dated 08/08/06, the Examiner rejected amended claim 13 under 35 
U.S.C. § 102(b) as being anticipated by Kato. As such, the second office action contained "a new ground 
of rejection" for the identical subject matter of original claim 17 that was "neither necessitated by 
Applicant's amendment of the claims nor based on infomiation submitted in an infomiation disclosure 
statement filed during the period set forth in 37 CFR 1.97(c) with the fee set forth in 37 CFR 1.17(p)." 
See MPEP 706.07(a). The Applicant submits therefore that the finality of the second office action is 
premature and should be removed. 

In response to the second office action, the Applicant filed the amendment dated 10/06/06. That 
amendment contained a similar argument that the finality of the second office action was improper and 
requested that the Examiner remove the finality of the second office action. 

In the advisory action dated 1 1/08/06, the Examiner completely ignored the AppHcant's argument 
about the impropemess of the finality of the second office action and simply refused to enter the 
amendment stating that "Applicant changed the scope of the claim requiring fiirther search and 
consideration." 

On 12/05/06, the Applicant's agent Yuri Gruzdkov had a telephone conversation with the 
Examiner, in which the finality issue was discussed. The Examiner's position with respect to the finality 
of the second office action expressed in that telephone conversation can be simimarized as follows: (1) the 
Examiner admits that amended claim 13 presented in the amendment of 02/21/06 is equivalent to original 



claim 17; (2) incorporation of claim 17 into claim 13 changed the scope of claims 14-16, 18-19, and 21, 
which depend variously from amended claim 13; (3) this change of scope required a new search; and (4) 
the new search warranted making the second office action final. 

In response, the Applicant notes that, according to MPEP 706.07(a), the issue of finality turns on 
whether the new grounds of rejection were necessitated by Applicant's amendment of the claims, and not 
on whether a new search was required. It is therefore submitted that the Examiner applied an incorrect 
legal standard in the determination of whether the second office action could be made final. The 
Applicant further notes that, in the second office action, the Examiner did not maintain the initial grounds 
of rejection for the subject matter of original claim 17 presumably because the Applicant's arguments 
with respect to the allowability of that claim over Yamazaki clearly estabhshed that the initial rejection of 
original claim 1 7 over Yamazaki was improper. It is therefore clear that the improperness of the 
rejection over Yamazaki, and not the Applicant's amendment (as required by MPEP 706.07), 
necessitated the new grounds of rejection of the subject matter of original claim 17. 

Accompanying this petition is a conditional RCE. If this petition is granted, then the Applicant 
submits that the amendment dated 10/06/06 should be entered and prosecution of the present application 
should be re-opened. If this petition is denied, then the Applicant requests entry of the conditional RCE 
to ensure that the present application does not go abandoned. 

If the Commissioner determines that a fee is necessary for this petition, then authorization is 
hereby given to charge (or credit) Deposit Account No. 50-0782 as required. 



Respectfully submitted. 
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